
% United StatesI^tent and TkAPEMARK OmcE 




UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Offioe 
Addiw»: COMMISSIONER FOR PATENTS 
P.O. Box 14S0 

Alexandria. Vnsiiua 22313-1430 
www.uspto,gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONnRMATION NO. 



10/034,736 



12/27/2001 



Kenneth J. Rothschild 



AMBER-06803 



1371 



75^ 



09/30/2003 



MEDLEN & CARROLL, LLP 
101 Howard Street, Suite 350 
San Francisco, C A 94105 



EXAMINER 



KETTER, JAMES S 



ART UNIT 



PAPER NUMBER 



1636 

DATE MAILED: 09/30/2003 



7^ 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 




UNITED STATESjMfARTMENT OF COMMERCE 
U.S. Patent and l^^emark Office 

Adctess: CXDMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Vnginia 22313-1450 



APPLICATION NOJ 


FILING DATE 


FIRST NAMED INVENTOR/ 


AHORNEY DOCKET NO. 


CONTROL NO. 




PATENT IN REEXAMINATION 





EXAMINER 



ART UNIT 



PAPER 



10 



DATE MAILED: 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 



Commissioner for Patents 



—See attached— 



PTO-90C (Rev.04-03) 



Office Action Summary 



Application No. 

10/034,736 


Applicant(s) 
ROTHSCHILD ETAL 


Examiner 

James S. Ketter 


Art Unit 

1636 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

' Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 



2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 , 453 O.G. 21 3. 
Disposition of Claims 

4) ^ Claim(s) 1-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim{s) is/are allowed. 

6) 13 Claim(s) 1-36 is/are rejected. 
/)□ Claim{s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 27 December 2001 is/are: a)EI accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on Is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. p Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) n The translation of the foreign language provisional application has been received. 

15) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 4) D Interview Summary {PTO-413) Paper No(s). . 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) [J Notice of Infbmrial Patent Application (PTO-152) 

3) □ Infonnation Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 
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Art Unit: 1636 

Claims 1-36 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-5, 7, 10, 22, 27 and 28 of U.S. Patent No. 
5,643,722, as follows: Instant claims 1, 6, 12, 13, 18, 24, 25, 30 and 36 over patented claim 1; 
instant claims 2-5 and 7-11 over patented claims 2-5 and 7, 10, 22, 27 and 28, respectively; 
instant claims 14-17 and 19-23 over patented claims 2-5 and 7, 10, 22, 27 and 28, respectively; 
and instant claims 26-29 and 31-35 over patented claims 2-5 and 7, 10, 22, 27 and 28, 
respectively. An obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but an examined appUcation claim not patentably distinct 
from the reference claim(s) because the examined claim is either anticipated by, or would have 
been obvious over, the reference claim(s). Although the conflicting claims are not identical, they 
are not patentably distinct from each other because, with respect to most of the claimed features, 
they are generic to all that is recited in the respective claims of the patent. However, certain 
limitations of the instant claims do not encompass the corresponding limitations of the patented 
claims, but rather, are more narrowly set forth. Those limitations are: 1) in all claims, binding 
the nascent protein to a surface is narrower than the limitation of detecting the nascent proteins, 
as in the patented claims; 2) in instant claims 12, 24 and 36, the limitation of the tRNA to a 
suppressor tRNA is narrower than the unspecified tRNA type of the patented claims; and 3) in 
claims 25-36, the recited fluorescent marker is narrower than the unspecified marker of the 
patented claims. An obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but an examined application claim is not patentably distinct 
from the reference claim(s) because the examined claim is either anticipated by, or would have 
been obvious over, the reference claim(s). The MPEP states, at §804, that 
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[t]he specification can always be used as a dictionary to learn the meaning of a term in 
the patent claim. In re Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). Further, 
those portions of the specification which provide support for the patent claims may also 
be examined and considered when addressing the issue of whether a claim in the 
application defines an obvious variation of an invention claimed in the patent. In re 
Vogel, 422 F.2d 438, 441-42, 164 USPQ 619, 622 (CCPA 1970). The court in Vogel 
recognized *'that it is most difficult, if not meaningless, to try to say what is or is not an 
obvious variation of a claim," but that one can judge whether or not the invention claimed 
in an application is an obvious variation of an embodiment disclosed in the patent which 
provides support for the patent claim. According to the court, one must first "determine 
how much of the patent disclosure pertains to the invention claimed in the patent" 
because only "[t]his portion of the specification supports the patent claims and may be 
considered." The court pointed out that "this use of the disclosure is not in contravention 
of the cases forbidding its use as prior art, nor is it applying the patent as a reference 
under 35 U.S.C. 103, since only the disclosure of the invention claimed in the patent may 
be examined." 



With respect to 1), at column 19 of the patent, lines 21-62, it is disclosed that detection 
includes use of affinity markers, bound by coupling agents which may be attached to a surface. 
Thus, the patented invention would have been understood by one of ordinary skill to have 
encompassed binding the nascent protein to a surface, via the coupling agent, as part of the 
detection step of the patented method. With respect to 2), it is disclosed at column 24, lines 17- 
38, that the tRNA may be a suppressor tRNA. Thus, the patented invention would have been 
xmderstood by one of ordinary skill to have encompassed using suppressor tRNA as the 
misaminoacylated tRNA. With respect to 3), the paragraph bridging columns 10 and 1 1 
discloses that the marker may be fluorescent. Thus, the patented invention would have been 
understood by one of ordinary skill to have encompassed a fluorescent marker as the non- 
radioactive marker. 
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Certain papers related to this application may be submitted directly to the Examiner by 
facsimile transmission at (703) 746-5155. The faxing of such papers must conform with the 
notices pubhshed in the Official Gazette, 1 156 OG 61 (November 16, 1993) and 1 157 OG 94 
(December 28, 1993)(see 37 CFR ' L6(d)). To send the facsimile to the Art Unit instead, the Art 
Unit 1636 Fax number is (703) 305-7939. NOTE: If Applicant does submit a paper by fax to 
this number, the Examiner must be notified promptly, to ensure matching of the faxed paper to 
the application file, and the original signed copy should be retained by Applicant or Applicant's 
representative. (703) 308-4242 or (703) 305-3014 may be used without notification of the 
Examiner, with such faxed papers being handled in the manner of mailed responses. Applicant 
is encouraged to use the latter two fax numbers unless immediate action by the Examiner is 
required, e.g., during discussions of claim, language for allowable subject matter. NO 
DUPLICATE COPIES SHOULD BE SUBMITTED so as to avoid the processing of duplicate 
papers in the Office. 

Any inquiry concerning this communication or earlier communications firom the 
Examiner with respect to the examination on the merits should be directed to James Ketter 
whose telephone number is (703) 308-1 169. The Examiner normally can be reached on M-F 
(9:00-6:30), with altemate Fridays off. 

If attempts to reach the Examiner by telephone are unsuccessfiil, the Examiner's 
supervisor, Remy Yucel, can be reached at (703) 305-1998. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308- 1234. 

Jsk 

September 26, 2003 



